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Two Recent Court Cases Provide Guidance as to When U.S. Courts Can 

Be Used to Obtain Discovery for Foreign Proceedings 
 

By Joseph A. Saltiel 

In the first case, a Japanese company filed a patent infringement suit against a Korean company in the United 

States.  The Japanese company also sued the Korean company in Japan for trade secret misappropriation.  The 

Korean company filed a declaratory judgment action in Korean asserting that it had not stolen any trade secrets.  

In the U.S. litigation, the Korean company produced documents to the Japanese company under a protective 

order that required documents produced in the U.S. litigation to be used only for purposes of the U.S. litigation.  

The Japanese company sought to amend the protective order to allow it to use the discovery obtained in the 

United States in the Japanese and Korean litigations.   

The district court granted the Japanese company’s request to modify the protective order because it believed the 

request to be appropriate.  The Korean company appealed.  The Federal Circuit vacated the modification of the 

protective order.  In re POSCO, POSCO America Corp., 2015-112 (Fed. Cir. July 22, 2015).  Although the Federal 

Circuit conceded that 28 U.S.C. § 1782, which allowed any interested person to file a request in the U.S. for 

discovery for use in a proceeding before a foreign tribunal, was not the only statute regarding giving foreign courts 

access to discovery in the United States, the Federal Circuit thought it was an error by the district court not to 

consider this statute in its ruling.  Thus, the Federal Circuit remanded the case to the district court to reconsider 

its ruling light of 28 U.S.C. § 1782 and cases interpreting this statute. 

In the second case, a competitor company filed oppositions with the European and Japanese patent offices to 

challenge the patents of a biotechnology company based in the United States.   The competitor company then 

filed an application under 35 U.S.C. § 1782 to conduct discovery in the U.S. from the biotechnology company to 

aid the opposition proceedings.  The district court granted the application, which the Ninth Circuit Court of Appeals 

affirmed.  Akebia Teherapeutics, Inc. v. FirbroGen, Inc., 15-15274 (Ninth Cir. July 16, 2015).  The Ninth Circuit 

held that the competitor is an interested person under § 1782 because the biotechnology company failed to 

disclose information to it in the foreign proceedings.  Furthermore, the Ninth Circuit held that the European and 

Japanese patent offices qualify as “foreign tribunals” under §1782 such that an application for discovery in the 

U.S. may be based on proceedings before them.  Finally, the Ninth Circuit held that U.S. patent laws do not place 

any restrictions on the type of discovery a party may receive under § 1782 for use in a foreign tribunal. 

For more information about this article, contact Joseph A. Saltiel, Vice Chair of the Intellectual Property & 

Technology Group, at 312.245.7500 or via e-mail at jsaltiel@masudafunai.com.  
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About the Patent Litigation Group 

 

The Patent Litigation group at Masuda Funai 

counsels and represents clients in patent litigation, 

including the defense of “patent troll” claims and ITC 

actions. We provide pre-litigation counsel and 

opinions of counsel in support of litigation or 

anticipated litigation. We also represent clients 

before the PTO in post grant proceedings, including 

inter parte reviews. 

About Masuda Funai 

Masuda Funai has over 40 attorneys in three offices, 

located in downtown and suburban Chicago and Los 

Angeles. Our practice focuses on representing 

international companies operating and investing in 

the United States. We assist clients in every aspect 

of business, including establishing, acquiring, 

financing and selling operations and facilities; 

transferring overseas employees to the U.S.; hiring 

and managing employees from different countries; 

and structuring the distribution and sale of products 

and services throughout the U.S. 
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